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DETAILED ACTION 

Election/Restrictions 
Applicant's election with traverse of Species I in the reply filed on August 22, 
2005 is acknowledged. The traversal is on the ground(s) that the search would not 
require a serious burden. This is not found persuasive because a search for Inventions 
II and III would require searching class 128, subclass 898. Regarding the election of 
species, the fluid distribution branches 54 differ in number and location as shown in Fig. 
2 of Species I and Fig. 4 of Species II. In addition, paragraph 15 of the specification 
does not clearly state that Figs. 1-5 are various aspects of the same embodiment. 
Paragraph 7 refers to Fig. 3 as "an embodiment of the present invention" and does not 
refer to Figs. 1 or 2. Regarding Species III shown in Fig. 6, the Office maintains that 
increasing the pore density or changing the geometrical arrangement does constitute a 
distinct species. 

The requirement is still deemed proper and is therefore made FINAL. 

Applicant asserts that claims 1-9, 12-16, 20, 22-24, 25-31, 34-38, 40, 42, 45, and 
46 are generic and that claims 10, 11, 18, 32, and 33 correspond to the elected Species 
I. Therefore, claims 17, 19, 21, 39, 41, 43-44, and 47-51 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b), as being drawn to nonelected Species ll-IV, 
there being no allowable generic or linking claim. The examiner also withdraws claims 
16 and 38 from further consideration, as the Office maintains that claims 16 and 38 are 
drawn to Fig. 7 of the nonelected Species IV. In addition, claim 22 is withdrawn because 
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it depends on withdrawn claim 21 . Applicant timely traversed the restriction (election) 
requirement in the reply filed on August 22, 2005. 

In summary, claims 16-17, 19, 21-22, 38-39, 41, 43-44, and 47-51 are withdrawn 
from consideration. Claims 1-15, 18, 20, 23-37, 40, 42, and 45-46 are examined. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the specification in 
claims 20 and 42 that one of the one or more fluid distribution branches 54 passes 
through one of the one or more spacers 64 must be shown or the feature(s) canceled 
from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
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the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

Claims 20 and 42 are objected to because of the following informalities: The 
clauses reciting "a one of the one or more" are awkward and should simply read "one of 
the one or more." Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 20 and 42 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The claims specify that one of the one or more fluid distribution branches 54 
passes through one of the one or more spacers 64. The disclosure, however, does not 
show or describe this. 


The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2, 5, and 1 1 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 2 recites the limitation "the virtual electrode" in line 2 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 


Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 3, 6, 9-10, 12-14, 18, 23-26, 28, 31-36, 40, and 45-46 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Swanson et al. (U.S. Pat. No. 
5,846,239) in view of Qian (U.S. Pat. No. 5,047,028). 

Regarding claim 1, Swanson et al. disclose an ablation catheter comprising: 


V 
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an elongated catheter body 12 extending between a catheter body proximal end 
14 and a catheter body distal end 16 (Fig. 1), the elongated catheter body including 
elongated electrical conductor 32 extending between the catheter body proximal end 
and the catheter body distal end (col. 6, In. 20-24 and Figs. 1 and 4), a fluid port 36 
positioned in proximity to the catheter body proximal end and a fluid delivery lumen 34 
extending between the port and the catheter body distal end (col. 5, In. 36-44 and Figs. 
1 and 2); and 

a virtual electrode assembly 20 terminating the catheter body distal end and 
including an inner electrode 30 electrically coupled to the elongated conductor 32 (col. 
6, In. 20-24 and Fig. 4), a non-conductive outer cap 22 fixed over the electrode and a 
fluid chamber formed between the inner electrode and the outer cap (col. 6, In. 32-38 
and Fig. 4); 

wherein the outer cap includes a cap inner surface, a cap outer surface and a 
plurality of pores 44 extending between the cap inner surface and the cap outer surface 
(col. 6, In. 36-39 and Fig. 4); 

the inner electrode includes one or more spacers 54 protruding from the exterior 
surface of the inner catheter and contacting the cap inner surface to maintain the 
fluid chamber between the inner electrode and the outer cap (col. 5, In. 56-64 and Fig. 
5); and 

when the inner electrode is energized, via the elongated conductor, and a 
conductive fluid 38 is delivered by the fluid delivery lumen of the catheter, the 
conductive fluid fills the fluid chamber and flows out from the chamber through the 
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plurality of pores of the cap establishing ionic transport of ablation energy from the inner 
electrode to a target site in close proximity to the cap (col. 6, In. 32-44 and Fig. 4). 

The claim differs from Swanson et al. in calling for the inner electrode to include 
an interior fluid trunk in fluid communication with the fluid delivery lumen of the catheter 
body and to include one or more fluid distribution branches extending from the fluid 
trunk to the exterior surface so that the fluid is delivered through the one or more fluid 
distribution branches from the fluid trunk. 

Qian, however, teaches a virtual electrode assembly comprising inner electrode 
16 with an interior fluid trunk 10 in fluid communication with the fluid delivery lumen of 
the catheter body and one or more fluid distribution branches 14 extending from the 
fluid trunk to the exterior surface so that the fluid is delivered to the chamber through the 
one or more fluid distribution branches from the fluid trunk (col. 2, In. 3-18 and Fig. 1). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have delivered the fluid in Swanson using an interior 
fluid trunk and distribution branches in view of the teaching of Qian because it is an 
obvious alternate structure for delivering fluid to facilitate ablation that is known in the 
art. 

Regarding claim 3, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. In addition, Swanson et al. disclose the ablation catheter, wherein the 
outer cap 22 further includes a dome-shaped distal end region (Fig. 4). 
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Regarding claim 6, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. In addition, Swanson et al. disclose the ablation catheter, wherein the 
outer cap 22 is formed of a material comprising a rigid plastic (col. 6, In. 37-38). 

Regarding claim 9, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. In addition, Swanson et al. disclose the ablation catheter, wherein the 
outer cap 22 is formed of a material comprising a rigid plastic (col. 6, In. 37-38). The 
claim differs from Swanson et al. in calling for the outer cap to be formed of a material 
comprising an epoxy resin. It would have been obvious matter of design choice, 
however, to one of ordinary skill in the art at the time of the invention to have made the 
outer cap of Swanson et al. to be formed of a material comprising an epoxy resin 
because applicant has not disclosed that forming the outer cap from an epoxy resin 
material has any unique criticality or provides an advantage, is used for a particular 
purpose, or solves a stated problem that is not achieved by a similar material. One of 
ordinary skill in the art, furthermore, would have expected applicant's invention to 
perform equally well with either the thermoplastic/elastomeric material taught by 
Swanson et al. or the claimed epoxy resin material because both are capable of 
performing the same functions of being biocompatible and resistant to the high 
temperatures associated with RF ablation as described in paragraph 16 of the . 
applicant's specification. 

Regarding claim 10, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. In addition, Swanson et al. disclose the ablation catheter, wherein the 
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plurality of pores 44 are arrayed longitudinally along a length of the outer cap and 
circumferentially 360 degrees around the outer cap (Fig. 2). 

Regarding claim 12, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. In addition, Swanson et al. disclose the ablation catheter, wherein a 
maximum diameter of each of the plurality of pores is sized to prevent ingress of blood 
cells into the fluid chamber from the cap outer surface (col. 8, In. 1-6). 

Regarding claim 13, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. In addition, Swanson et al. disclose the ablation catheter, wherein a 
maximum diameter of each of the plurality of pores is between approximately 0.0005 
inch (12.7 urn) and 0.005 inch (127 um) (col. 8, In. 34-35). 

Regarding claim 14, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. In addition, Swanson et al. disclose the ablation catheter, wherein the 
plurality of pores is formed by a process selected from the group consisting of laser 
drilling, chemical etching and sintering (col. 13, In. 17-20). 

It is also noted that claim 14 is a product-by-process claim. Even though product- 
by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985) and MPEP 2113. 
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Regarding claim 18, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. In addition, Swanson et al. disclose the ablation catheter, wherein the one 
or more spacers 54 extend circumferentially about a proximal end of the electrode (Fig. 
5). 

Regarding claim 23, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. The claim differs from Swanson et al. in calling for the diameter of the fluid 
trunk of the electrode to be between approximately 0.005 inch and approximately 0.030 
inch. It would have been an obvious matter of design choice, however, to make the 
diameter of the fluid trunk of the electrode to be between approximately 0.005 inch and 
approximately 0.030 inch, since such a modification would have involved a mere 
change in the size of a component. A change in size is generally recognized as being 
within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

In addition, applicant has not established any criticality for this claim limitation in 
stating that "the trunk and branch diameters may be varied according to various 
performance requirements requiring different distributions of fluid flow" on page 5, 
paragraph 17 of the specification. 

Regarding claim 24, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. The claim differs from Swanson et al. in calling for a diameter of each of 
the one or more fluid distribution branches to be between approximately 0.005 inch and 
approximately 0.030 inch. It would have been an obvious matter of design choice, 
however, to make a diameter of each of the one or more fluid distribution branches to 
be between approximately 0.005 inch and approximately 0.030 inch, since such a 
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modification would have involved a mere change in the size of a component. A change 
in size is generally recognized as being within the level of ordinary skill in the art. In re 
Rose, 105 USPQ 237 (CCPA 1955). 

In addition, applicant has not established any criticality for this claim limitation in 
stating that "the trunk and branch diameters may be varied according to various 
performance requirements requiring different distributions of fluid flow" on page 5, 
paragraph 17 of the specification. 

Regarding claim 25, Swanson et al. disclose a virtual ablation electrode 
assembly, comprising: 

a non-conductive outer cap 22 including a cap inner surface, a cap outer surface 
and a plurality of pores 44 extending between the cap inner surface and the cap outer 
surface (col. 6, In. 32-38 and Fig. 4); 

one or more spacers 54 protruding from the exterior surface of the inner catheter 
and contacting the cap inner surface (col. 5, In. 56-64 and Fig. 5); and 

a fluid chamber formed between the inner electrode and the outer cap and 
maintained by the one more spacers (Fig. 5); 

wherein, when the electrode is energized and when fluid is delivered through the 
one or more fluid distribution branches from the trunk, the conductive fluid fills the fluid 
chamber and flows out from the chamber through the plurality of pores of the cap 
establishing ionic transport of ablation energy from the inner electrode to a target site in 
close proximity to the cap (col. 6, In. 32-44 and Fig. 4). 
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The claim differs from Swanson et al. in calling for the inner electrode to include 
an interior fluid trunk and one or more fluid distribution branches extending from the fluid 
trunk to the exterior surface. 

Qian, however, teaches a virtual electrode assembly comprising inner electrode 
16 with an interior fluid trunk 10 and one or more fluid distribution branches 14 
extending from the fluid trunk to the exterior surface (col. 2, In. 3-18 and Fig. 1). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have delivered the fluid in Swanson using an interior 
fluid trunk and distribution branches in view of the teaching of Qian because it is an 
obvious alternate structure for delivering fluid to facilitate ablation that is known in the 
art. 

Regarding claim 26, Swanson et al. disclose the virtual ablation electrode of 
claim 25 in view of Qian. In addition, Swanson et al. disclose the ablation catheter, 
wherein the outer cap 22 further includes a dome-shaped distal end region (Fig. 4). 

Regarding claim 28, Swanson et al. disclose the virtual ablation electrode of 
claim 25 in view of Qian. In addition, Swanson et al. disclose the ablation catheter, 
wherein the outer cap 22 is formed of a material comprising a rigid plastic (col. 6, In. 37- 
38). 

Regarding claim 31 , Swanson et al. disclose the virtual ablation electrode of 
claim 25 in view of Qian. In addition, Swanson et al. disclose the ablation catheter, 
wherein the outer cap 22 is formed of a material comprising a rigid plastic (col. 6, In. 37- 
38). The claim differs from Swanson et al. in calling for the outer cap to be formed of a 
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material comprising an epoxy resin. It would have been obvious matter of design 
choice, however, to one of ordinary skill in the art at the time of the invention to have 
made the outer cap of Swanson et al. to be formed of a material comprising an epoxy 
resin because applicant has not disclosed that forming the outer cap from an epoxy 
resin material has any unique criticality or provides an advantage, is used for a 
particular purpose, or solves a stated problem that is not achieved by a similar material. 
One of ordinary skill in the art, furthermore, would have expected applicant's invention 
to perform equally well with either the thermoplastic/elastomeric material taught by 
Swanson et al. or the claimed epoxy resin material because both are capable of 
performing the same functions of being biocompatible and resistant to the high 
temperatures associated with RF ablation as described in paragraph 16 of the 
applicant's specification. 

Regarding claim 32, Swanson et al. disclose the virtual ablation electrode of 
claim 25 in view of Qian. In addition, Swanson et al. disclose the ablation catheter, 
wherein the plurality of pores 44 are arrayed longitudinally along a length of the outer 
cap and circumferentially 360 degrees around the outer cap (Fig. 2). 

Regarding claim 33, Swanson et al. disclose the virtual ablation electrode of 
claims 25 and 26 in view of Qian. In addition, Swanson et al. disclose the ablation 
catheter, wherein the plurality of pores 44 are arrayed longitudinally along a length of 
the outer cap and circumferentially 360 degrees around the outer cap extending over 
the dome-shaped distal end region (Fig. 2). 
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Regarding claim 34, Swanson et al. disclose the virtual ablation electrode of 
claim 25 in view of Qian. In addition, Swanson et al. disclose the ablation catheter, 
wherein a maximum diameter of each of the plurality of pores is sized to prevent ingress 
of blood cells into the fluid chamber from the cap outer surface (col. 8, In. 1-6). 

Regarding claim 35, Swanson et al. disclose the virtual ablation electrode of 
claim 25 in view of Qian. In addition, Swanson et al. disclose the ablation catheter, 
wherein a maximum diameter of each of the plurality of pores is between approximately 
0.0005 inch (12.7 pm) and 0.005 inch (127 pm) (col. 8, In. 34-35). 

Regarding claim 36, Swanson et al. disclose the ablation catheter of claim 25 in 
view of Qian. In addition, Swanson et al. disclose the ablation catheter, wherein the 
plurality of pores is formed by a process selected from the group consisting of laser 
drilling, chemical etching and sintering (col. 13, In. 17-20). 

It is also noted that claim 36 is a product-by-process claim. Even though product- 
by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985) and MPEP 2113. 

Regarding claim 40, Swanson et al. disclose the virtual ablation electrode of 
claim 25 in view of Qian. In addition, Swanson et al. disclose the ablation catheter, 
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wherein the one or more spacers 54 extend circumferentially about a proximal end of 
the electrode (Fig. 5). 

Regarding claim 45, Swanson et al. disclose the virtual ablation electrode of 
claim 25 in view of Qian. The claim differs from Swanson et al. in calling for the 
diameter of the fluid trunk of the electrode to be between approximately 0.005 inch and 
approximately 0.030 inch. It would have been an obvious matter of design choice, 
however, to make the diameter of the fluid trunk of the electrode to be between 
approximately 0.005 inch and approximately 0.030 inch, since such a modification 
would have involved a mere change in the size of a component. A change in size is 
generally recognized as being within the level of ordinary skill in the art. In re Rose, 105 
USPQ 237 (CCPA 1955). 

In addition, applicant has not established any criticality for this claim limitation in 
stating that "the trunk and branch diameters may be varied according to various 
performance requirements requiring different distributions of fluid flow" on page 5, 
paragraph 17 of the specification. 

Regarding claim 46, Swanson et al, disclose the virtual ablation electrode of 
claim 25 in view of Qian. The claim differs from Swanson et al. in calling for a diameter 
of each of the one or more fluid distribution branches to be between approximately 
0.005 inch and approximately 0.030 inch. It would have been an obvious matter of 
design choice, however, to make a diameter of each of the one or more fluid distribution 
branches to be between approximately 0.005 inch and approximately 0.030 inch, since 
such a modification would have involved a mere change in the size of a component. A 
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change in size is generally recognized as being within the level of ordinary skill in the 
art. In re Rose, 105 USPQ 237 (CCPA 1955). 

In addition, applicant has not established any criticality for this claim limitation in 
stating that "the trunk and branch diameters may be varied according to various 
performance requirements requiring different distributions of fluid flow" on page 5, 
paragraph 17 of the specification. 

Claims 8 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Swanson et al. in view of Qian and further in view of Swanson* (U.S. PGPub 
2002/0128640). 

Regarding claim 8, Swanson et al. disclose the ablation catheter of claim 1 in 
view of Qian. The claim differs from Swanson et al. in calling for the outer cap to be 
formed of a material comprising a fluoro-polymer. Swanson*, however, discloses a 
virtual electrode assembly, wherein the outer cap is formed of a material comprising a 
fluoro-polymer (pg. 5, 1J 63). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have formed the outer cap of 
Swanson et al. from a material comprising a fluoro-polymer further in view of the 
teaching of Swanson* because a fluoro-polymer is an obvious type of plastic that is 
well-known in the art. 

Regarding claim 30, Swanson et al. disclose the virtual ablation electrode of 
claim 25 in view of Qian. The claim differs from Swanson et al. in calling for the outer 
cap to be formed of a material comprising a fluoro-polymer. Swanson*, however, 
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discloses a virtual electrode assembly, wherein the outer cap is formed of a material 
comprising a fluoro-polymer (pg. 5, U 63). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have formed the outer 
cap of Swanson et al. from a material comprising a fluoro-polymer further in view of the 
teaching of Swanson* because a fluoro-polymer is an obvious type of plastic that is 
well-known in the art. 

Claims 25, 28, 30-32, 34, 40, 45-46 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over SwansonJ et al. (U.S. Pat. No. 6,076,012) in view of Shearon et al. 
(U.S. Pat. No. 5,919,188). 

Regarding claim 25, Swanson^ et al. disclose a virtual ablation electrode 
assembly, comprising: 

a non-conductive outer cap 430 including a cap inner surface, a cap outer 
surface and a plurality of pores extending between the cap inner surface and the cap 
outer surface (col. 36, In. 11-14 and Fig. 82); 

an inner electrode 429 including an interior fluid trunk 432, an exterior surface, 
and one or more fluid distribution branches 434 extending from the fluid trunk to the 
exterior surface (col. 35, In. 32-36 and Fig. 83); and 

a fluid chamber formed between the inner electrode 429 and the outer cap 430 
(Fig. 83); 

wherein, when the electrode is energized and when fluid is delivered through the 
one or more fluid distribution branches from the trunk, the conductive fluid fills the fluid 
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chamber and flows out from the chamber through the plurality of pores of the cap 
establishing ionic transport of ablation energy from the inner electrode to a target site in 
close proximity to the cap (col. 35, In. 49-59 and Figs. 82-83). 

The claim differs from SwansonJ et al. in calling for the inner electrode to include 
one or more spacers protruding from the exterior surface of the inner lumen and 
contacting the cap inner surface and for the fluid chamber to be maintained by the one 
more spacers. 

Shearon et al., however, teach a virtual electrode assembly, wherein the inner 
electrode 17 includes one or more spacers 32 protruding from the exterior surface of the 
inner lumen and contacting the cap inner surface, wherein the spacers maintain the fluid 
chamber. The spacers of Shearon et al. ensure that the conductive fluid passes out 
through the outer cap 8 and does not leak back down the shaft proximally (col. 4, In. 23- 
25 and Fig. 2). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have the inner electrode of SwansonJ et al. include one 
or more spacers to ensure that the conductive fluid passes out through the outer cap 
and does not leak back down the shaft proximally. 

Regarding claim 28, SwansonJ et al. disclose the virtual ablation electrode of 
claim 25 in view of Shearon et al. In addition, SwansonJ et al. disclose the virtual 
ablation electrode, wherein the outer cap is formed of a material comprising a rigid 
plastic (col. 36, In. 22-33). 
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Regarding claim 30, Swansont et al. disclose the virtual ablation electrode of 
claim 25 in view of Shearon et al. In addition, SwansonJ et al. disclose the virtual 
ablation electrode, wherein the outer cap is formed of a material comprising a fluoro- 
polymer (col. 36, In. 22-33). 

Regarding claim 31 , SwansonJ et al. disclose the virtual ablation electrode of 
claim 25 in view of Shearon et al. In addition, Swanson^ et al. disclose the ablation 
catheter, wherein the outer cap 22 is formed of a material comprising a rigid plastic (col. 
36, In. 22-33). The claim differs from SwansonJ et al. in calling for the outer cap to be 
formed of a material comprising an epoxy resin. It would have been obvious matter of 
design choice, however, to one of ordinary skill in the art at the time of the invention to 
have made the outer cap of SwansonJ et al. to be formed of a material comprising an 
epoxy resin because applicant has not disclosed that forming the outer cap from an 
epoxy resin material has any unique criticality or provides an advantage, is used for a 
particular purpose, or solves a stated problem that is not achieved by a similar material. 
One of ordinary skill in the art, furthermore, would have expected applicant's invention 
to perform equally well with either the plastic materials taught by SwansonJ et al. or the 
claimed epoxy resin material because both are capable of performing the same 
functions of being biocompatible and resistant to the high temperatures associated with 
RF ablation as described in paragraph 16 of the applicant's specification. 

Regarding claim 32, Swansont et al. disclose the virtual ablation electrode of 
claim 25 in view of Shearon et al. In addition, SwansonJ et al. disclose the virtual 
ablation electrode, wherein the plurality of pores are arrayed longitudinally along a 
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length of the outer cap and circumferentially 360 degrees around the outer cap (Fig. 
82). 

Regarding claim 34, SwansonJ: et al. disclose the virtual ablation electrode of 
claim 25 in view of Shearon et al. In addition, Swansont et al. disclose the ablation 
catheter, wherein a maximum diameter of each of the plurality of pores is sized to 
prevent ingress of blood cells into the fluid chamber from the cap outer surface (col. 36, 
In. 17-18). 

Regarding claim 40, SwansonJ et al. disclose the virtual ablation electrode of 
claim 25 in view of Shearon et al. The claim differs from SwansonJ et al. in calling for 
the one or more spacers to extend circumferentially about a proximal end of the 
electrode. Shearon et al., however, teach the virtual ablation electrode, wherein the one 
or more spacers 32 extend circumferentially about a proximal end of the electrode (Fig. 
2). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have the spacers of Swansont et al. in view of Shearon et al. 
to extend circumferentially about a proximal end of the electrode also in view of 
Shearon et al. to ensure that the conductive fluid passes out through the outer cap and 
does not leak back down the shaft proximally as stated in the preceding rejection of 
claim 25. 

Regarding claim 45, Swansont et al. disclose the virtual ablation electrode of 
claim 25 in view of Shearon et al. The claim differs from Swansont et al. in calling for 
the diameter of the fluid trunk of the electrode to be between approximately 0.005 inch 
and approximately 0.030 inch. It would have been an obvious matter of design choice, 
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however, to make the diameter of the fluid trunk of the electrode to be between 
approximately 0.005 inch and approximately 0.030 inch, since such a modification 
would have involved a mere change in the size of a component. A change in size is 
generally recognized as being within the level of ordinary skill in the art. In re Rose, 105 
USPQ 237 (CCPA 1955). 

In addition, applicant has not established any criticality for this claim limitation in 
stating that "the trunk and branch diameters may be varied according to various 
performance requirements requiring different distributions of fluid flow" on page 5, 
paragraph 17 of the specification. 

Regarding claim 46, SwansonJ et al. disclose the virtual ablation electrode of 
claim 25 in view of Shearon et al. The claim differs from Swanson^ et al. in calling for a 
diameter of each of the one or more fluid distribution branches to be between 
approximately 0.005 inch and approximately 0.030 inch. It would have been an obvious 
matter of design choice, however, to make a diameter of each of the one or more fluid 
distribution branches to be between approximately 0.005 inch and approximately 0.030 
inch, since such a modification would have involved a mere change in the size of a 
component. A change in size is generally recognized as being within the level of 
ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

In addition, applicant has not established any criticality for this claim limitation in 
stating that "the trunk and branch diameters may be varied according to various 
performance requirements requiring different distributions of fluid flow" on page 5, 
paragraph 17 of the specification. 
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Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
SwansonJ et al. in view of Shearon et al. and further in view of Brucker et al. (U.S. Pat. 
No. 5,643,197). 

Regarding claim 29, SwansonJ et al. disclose the virtual ablation electrode of 
claim 25 in view of Shearon et al. The claim differs from SwansonJ et al. in calling for 
the outer cap to be formed of a material comprising a ceramic. Brucker et al., however, 
teach an ablation catheter with a porous 6 outer cap 26 for delivering fluid that is made 
of ceramic (col. 6, In. 28-33, col. 6, In. 46-47). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have formed the outer cap of SwansonJ et al. from a 
material comprising a ceramic further in view of the teaching of Brucker et al. because 
ceramic is an obvious type of material for making a porous cap that is known in the art. 

Claims 35 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Swansont et al. in view of Shearon et al. and further in view of Swanson et al. 

Regarding claim 35, SwansonJ et al. disclose the virtual ablation electrode of 
claim 25 in view of Shearon et al. The claim differs from SwansonJ et al. in calling for 
the maximum diameter of each of the plurality of pores to be between approximately 
0.0005 inch (12.7 pm) and 0.005 inch (127 pm). Swanson et al., however, disclose the 
virtual ablation electrode, wherein a maximum diameter of each of the plurality of pores 
is between approximately 0.0005 inch (12.7 pm) and 0.005 inch (127 pm) (col. 8, In. 34- 
35). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
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the invention was made to have made the maximum diameter of each of the plurality of 
pores of Swansont et al. to be between approximately 0.0005 inch (12.7 pm) and 0.005 
inch (127 pm) in view of the teaching of Swanson et al. because it is an obvious 
alternate pore size to use. 

Regarding claim 36, SwansonJ et al. disclose the virtual electrode of claim 25 in 
view of Shearon et al. The claim differs from Swanson:}: et al. in calling for the plurality 
of pores to be formed by a process selected from the group consisting of laser drilling, 
chemical etching and sintering. Swanson et al., however, disclose the virtual electrode, 
wherein the plurality of pores is formed by a process selected from the group consisting 
of laser drilling, chemical etching and sintering (col. 13, In. 17-20). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have formed the plurality of pores of Swanson^ et al. by a process selected from the 
group consisting of laser drilling, chemical etching and sintering in view of the teaching 
of Swanson et al. because they are obvious methods of forming pores that are known in 
the art. 

Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Swanson^: et al. in view of Shearon et al. and further in view of Swanson*. 

Regarding claim 37, SwansonJ et al. disclose the virtual electrode of claim 25 in 
view of Shearon et al. The claim differs from SwansonJ et al. in calling for the maximum 
distance between the exterior surface of the electrode and the cap inner surface to be 
between approximately 0.003 inch and approximately 0.005 inch. Swanson*, however, 
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discloses a virtual electrode assembly, wherein the distance between the exterior 
surface of the electrode and the cap inner surface is 0.005 inch. (pg. 5, 57). 
Therefore, it would have been an obvious matter of design choice to make the 
maximum distance between the exterior surface of the electrode and the cap inner 
surface of Swansont et al. to be between approximately 0.003 inch and approximately 
0.005 inch in view of the teaching of Swanson*. since such a modification would have 
involved a'mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCPA 1955). 

Allowable Subject Matter 

Claims 4, 7, 15, and 27 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure: 

U.S. Pat. No. 4,532,924 to Auth et al. 
U.S. Pat. No. 5,913,856 to Chia et al. 
U.S. Pat. No. 6,056,747 to Saadat et al. 
U.S. Pat. No. 6,119,041 to Pomeranz etal. 
U.S. Pat. No. 6,277,089 B1 to Yoon 
U.S. PGPub 2003/0014048 to Swanson 
U.S. Pat. No. 6,673,068 B1 to Berube 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alex B. Toy whose telephone number is (571) 272-1953. 
The examiner can normally be reached on Monday through Friday, 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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